
United States Patent and Trademark Office 



Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 

WWW.USPtO.QOV 



OSI PHARMACEUTICALS, INC. 
41 PINELAWN ROAD 
MELVILLE NY 11747 



In re Application of 
Demuth et al. 

Application No. 10/676,832 

Filed: October 1,2003 

Attorney Docket No. PBD-00004-Dl-CON 



COPY MAILED 

APR 0 3 2006 
OFFICE OF PETITIONS 

ON PETITION 



This is a decision on the petition under 37 C.F.R. § 1.137(b), filed March 9, 2006, to revive the 
above-identified application. 

The petition is DISMISSED. 

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail 
date of this decision. No fiirther petition fee is required for the request. Extensions of time 
under 37 CFR 1.136(a) are permitted. The reconsideration request should include a cover letter 
entitled "Renewed Petition under 37 CFR L 137(b)." This is not a final agency action within the 
meaning of 5 U.S.C. § 704. 

This application became abandoned for failure to timely reply to the non-final Office action 
mailed August 10, 2005. No extensions of time under the provisions of 37 CFR 1.136(a) were 
obtained. Accordingly, this application became abandoned on November 1 1, 2005. A Notice of 
Abandonment was mailed Feoruary 17, 2006. 

A grantable petition under 37 CFR 1,1 37(b) must be accompanied by: 
(\) the required reply, 
(2^ the petition fee, 

(3) a statement that the entire delay in filing the required reply from the due date for the reply 
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional, and 

(4) a terminal disclaimer and fee if the application was filed on or before June 8, 1995 or if the 
application is a design application. 

Where there is a question as to whether either the abandonment or the delay in filing a petition 
under 37 CFR 1.137 was unintentional, the Commissioner may require additional information. 



In a nonprovisional application abandoned for failure to prosecute, the required reply may be met by the filing of a 
continuing application. In an application or patent, abandoned or lapsed for failure to pay the issue fee or any portion thereof, the 
required reply must be the payment of the issue fee or any outstanding balance thereof 

^ See MPEP 71 1.03(c)(III)(C) and (D). 
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The instant petition lacks item (1). Before a petition under 37 CFR 1 .137(b) can be granted, a 
response to the Office action mailed on August 10, 2005, must be submitted. A copy of the 
Office action is enclosed per the request of the petitioner. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Window located at: 

U.S. Patent and Trademark Office 
Customer Service Window Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to the undersigned at (571) 272-3206. 




Petitions Examiner 
Office of Petitions 



Enclosure: Office action mailed 08/1 0/05 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF'THIS COMMUNICATION. 

- E)terisionsoftlmoii«ybftavaltabteumlwthep™vfaion3af37CFR1.136(B). In no evert, however, may a reply be flmely filed 

efler SIX (6) MONTHS from the mailing date ofthls communicafion. ^ ^M« -^.^ ^ h. ^»«MfMj tiimlv 

. V the period for reply specified above b less than thirty (30) days . a repty within the statutoiy '"'^^f^l'^ S^3i£ol^^ n?^!^ih2^Umni«ifi«« 
. ifNoSSSforrep^fespwrflledabo^^^ 

- Fatluretoreplywi£u.th.*»rtorexIendedperiodlbr^^ 

Any reply recehjod by the Oto later than three monlha ellor the nwil^ 
earned patert term adjustment See 37 CFR 1704(b). 

Status 

1)[S Pf^^r^"^'^'^ fn rr>mmiiniratifin(R) filed QO 24 November 2003. 

2a)D This action Is FINAL. 2b)EI This action is non-final. 

3)n Since this application is in concJItion for allowance except for fomnal matters. pfx>seciJtion as to the merits is 
dosed In accordance with the jractice under Ex parte Quayle, 1935 CD. 11 . 453 O.G. 213. 



Is/are withdrawn from consideration. 



Disposition of Claims 

4) IS aaim(s) Ml Is/are pendln9 in the application. 

4d) Of the above dalm(s} 

5) 0 Clalm(s) is/are allowed. 

6) 13 Claim(s) Ml is/are r^ected. 
?)□ aaim(s) is/are objected to. 

B)n Claim(s) are subject to restriction and/or election requirement 

Application Papers 

9)0 The spedfication is objected to by the Examiner. 

lOD The drawinQ(s) filed on is/are: aD accepted or bD objeded to by the Examiner. 

Applicant may nol request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.65(a). 

Replacement drawing sheet{s) induding the corredion is required if the drawing(s) is ot^ected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 
a)D All b)n Some * OD None of: 

. 1 □ Certified coi»es of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No 



30 Copies of the certified copies of the priority documents have been received in this National Stage 
application finom the International Bureau (PCT Rule 17.2(a)). 
" See the attached detailed Office action for a list of the certified copies not received. 



Altachment(a) 

1 ) 13 Notice of References Cited (PTO-892) 

2) D Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3} 12 Information DIsdosuro Statement(s) (PTO-1449 or PT0/SBrt)8) 
Paper No(syMafl Date 11-24-03 . 



4)D Interview Summary (PTO-413) 

Paper No(8)/Mafi Date. ; . 

$)□ Notice oflnformal Patent AppUcaBon (PTO-152) 
6)0 Other . 



U.S. Pbim and Tredemailt Oftico 
PTOL-326 (Rev. 1-04) 



OfHce Action Summary 



Pat of Paper No./Mail Date 20050724 



Application/Control Number: 1 0/676.832 Pa9e 2 

Art Unit: 1614 

Claims 1-11 are presented for examination. 

Applicants' drawing filed October 1, 2003; and information disclosure statement 
filed November 24, 2003 have been received and entered. • 

Double Patenting 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and viseful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in tius context, means an invention drawn to 
identical subject matter. See MUler v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockerl, 245 
F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 USPQ 619 
(CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no loiiger coextensive in scope. 
The filing of a terminal disclaimer cannot overcome a double patenting rqection based 
upon35U.S.Cl01. 

Qaims 1-11 are rejected under 35 U.S.C. 101 as claiming the same invention as 
that of claims 1-11 of prior U.S. Patent No. 6,500,804 B2. 

The preseiit application and the patented application both teaches a method for 
increasing the capacity of insulin providing cells in an animal comprising administering 
to said animal a therapeutically effective dose of at least one DP IV enzyme activity 
effector. 

This is a double patenting rejection. 



Qaims 1-11 are not allowed 
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Art Unit: 1614 

Claims Ml are provisionally rejected under 35 U.S.C 101 as claiming the same 
invention as that of claims 1-11 of copending Application No. 10/910,176. 
Both applications are claiming the same invention: 

A method for increasing the capacity of insulin providing cells in an animal 
comprising administering to said animal a therapeutically effective dose of at least one 
DP IV enzyme activity .effector. 

This is a provisional double patenting rejection since the conflicting claims have 
not in fact been patented. 

Claims 1-11 are not allowed. 

Any inquiry concerning this commimication or earlier communications from the 
examiner should be directed to Kevin E. Weddington whose telephone number is 
(571)272-0587. The examiner.can normally be reached on 11:00 am-7:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on (571)272-0951. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Art Unit: 1614 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAJR) sj^tem. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more inforrnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Kevin E. Weddin^on 
Primary Examiner 
Art Unit 1614 

K. Weddington 
July 24, 2005 



